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Art Unit: 1656 

The request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), filed March 1, 2007 in this application is improper because the 
prosecution of this application was not closed. Thus, the filing is treated as a response 
to a non-final Office action. 

The application has been amended as requested in the communication filed 
March 1, 2007. Accordingly, claims 5, 6, 11, 12, and 19 have been canceled, claims 1, 
7, 8, 10, 15, and 16 have been amended, and new claims 24-26 have been entered. 
Claims 17, 18, 20, and 21 remain withdrawn from consideration for being directed to 
non-elected subject matter. 

Claims 1, 4, 7, 8, 10, 13, 15, 16, and 24-26 are under consideration. 

This application contains sequence disclosures that are encompassed by the 
definitions for nucleotide and/or amino acid sequences set forth in 37 CFR 1.821(a)(1) 
and (a)(2). However, this application fails to comply with the requirements of 37 
CFR 1.821 through 1.825. 37 CFR 1.821 (d) requires the insertion of a sequence 
identification number following the mentioning of a protein, which its sequence is 
disclosed in the sequence listing. Applicants' attempted to perfect their compliance with 
the sequence rules, but their effort fell short. For example, in example 2, a sequencer 
identifier has to be inserted after each occurrence of DPPIV. Applicants are 
responsible for identifying all instances that require a sequence identifier and 
insert them through out the specification . 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 
The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
terms as to enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and use the same and shall set forth the 
best mode contemplated by the inventor of carrying out his invention. 

Claims 7, 8, 10, 13, 15, 16, 24, and 26 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement for the reasons 
set forth in the prior Office actions, mailed 2/24/06 and 9/1/2006. 

Applicants amended the claims by insertion of the space group and unit cell 
dimension into claim 1 and 7, and traverse the rejection with regard to claims 15 and 16. 
They argue that the written description guide lines example 13, which is directed to a 
genius of proteins comprising SEQ ID NO: 3. 

Applicants arguments filed 3/1/07 have been fully considered, but they are found 
unpersuasive. First, the amendment to claim 7 does not overcome the rejection for lack 
of written description because the claims are directed to a genius of method, i.e., any 
method that produces a particular crystal. As indicated in the previous Office action, 
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only one crystallization method produced the specific crystal of the application, which is 
described at page 49 of the specification. With regard to example 13 of the written 
description guidelines, the fact pattern in the examples and the instant application are 
different. The facts in example 13 are shown bellow. 

Specification: The specification describes a protein isolated 
from liver. A working example shows that the isolated protein 
was sequenced and determined to consist of SEQ ID NO: 3. 
The isolated protein was additionally characterized as being 
65 kD in molecular weight and having tumor necrosis 
activity. The specification states that the invention provides 
variants of SEQ ID NO: 3 having one or more amino acid 
substitutions, deletions, insertions and/or additions. No 
further description of the variants is provided. The 
specification indicates that procedures for making proteins 
with substitutions, deletions, insertions and/or additions are 
routine in the art. The specification does not define when a 
protein ceases to be a variant of SEQ ID NO: 3. 

Example 13 does not deal with any crystalline composition, and one of ordinary skill in 
the art would not read the claims as encompassing a protein crystals. The instant 
application, however, is directed primarily toward a crystal of DPP IV, and one of 
ordinary skill in the art would come to the conclusion that claims 15, 16, and new claim 
24 read on a crystalline composition. The claims in this application are interpreted in 
light of the specification being required. Thus, the claims remain rejected. Applicants 
may overcome this rejection by inserting the phrase "a solution composition" in each of 
claims 15, 16, and new claim 24. Claims 25 and 26 are included in this rejection 
because neither the specification nor the prior art teach the crystallization or a crystal of 
a polypeptide consisting of residues 39-766 of SEQ ID NO: 1. It should be noted that 
the His-Tagged peptide of SEQ ID NO: 3 for which crystallization is described must 
have different physical characteristics from that of the untagged polypeptide of residues 
39-766 of SEQ ID NO: 1. The His-Tag would be expected to alter the physical 
characteristics of the polypeptide such as isoelectric point and solubility in different 
buffers, which are expected to drastically alter the crystallization conditions point. 

Claims 7, 8, 10, 13, 15, 16, and 24-26 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement for the reasons set 
forth in the prior Office actions, mailed 2/22/06. 

In response to the above rejection, applicants argue that the claims and the 
specification meet the enablement requirement. 
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Applicants arguments filed 3/1/07 have been fully considered, but they are found 
unpersuasive. Enablement requires a disclosure sufficient to allow a person of skill in 
the art to practice the full scope of the claimed invention without undue experimentation. 
The previous Office action sets out a prima facie case of non-enablement, explaining by 
sound scientific reasoning supported by evidence from the prior art why a person of 
ordinary skill in the art would doubt that the guidance of the specification would enable 
practice of the full scope of the claimed invention without undue experimentation. 
Applicants have presented no evidence or, indeed, any arguments to establish the 
adequacy of the disclosure to enable the scope of the instant claims. Applicants merely 
assert that the specification meets the enablement requirements. Applicants make no 
effort to explain why they consider the disclosure of one crystal of SEQ ID NO: 3 
prepared by the method described at page 49 to be enabling with respect to any 
crystallization method to obtain any crystal of SEQ ID NO: 3 or residues 39-766 of SEQ 
ID NO: 1 (claims 15, 16, 24, and 25), or any method to obtain any specific crystal 
(claims 7, 8, 10, and 26). Conclusory statements unsupported by evidence or scientific 
reasoning are insufficient to overcome the prima facie case of non-enablement set out 
in the previous Office action. 

Claims 1 and 4 are allowed. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nashaat T. Nashed, Ph. D. whose telephone number is 
571-272-0934. The examiner can normally be reached on MTWTF. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kathleen K. Bragdon can be reached on 571-272-0931. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Nashaat T. Nashed, Ph. D. 
Primary Examiner 
Art Unit 1656 



